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t patent term acQustroent See 37 CFR 1704(b). 
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3)D Since this application Is in condition for alliance 
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This action is non-final. 

except for formal matters, prosecution as to the merits fs 
Ex parte Quayte t 1935 CD. 11, 453 O.G. 213. 
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8) D Claim(s) are subject to restriction aijid/or election requirement 

Application Papers 
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DETAILED ACTION 

Claim Rejections - 35 USC § 101 
35 U.S.C. §101 reads as follov/s: 



P. 04 



Page 2 



Whoever invents or discovers sny new 
matter, or any new and useful improve 
conditions and requirements of this titfc i, 



improve merit thereof, 



the Invention as disclosed in claims 1 



and useful process, machine, manufacture, or composition of 
no "* "* may obtain a patent therefor, subject to the 



40 is directed to non-statutory subject matter. 



2. Regardless of whether any of t le claims are in the technological arts, none of 
them is limited to practical application 3 In the technological arts: Examiner finds that In 
re Warmerdam, 33 F.3d 1354, 31 USI>Q2d 1754 (Fed, Clr. 1994) controls the 35 USC 
§1 01 Issues on that point for reasons made clear by the Federal Circuit In AT&T Corp. 
v, Excel Communications, inc., 50 USf>Q2d 1447 (Fed. Clr. 1999). Specifically, the 
Federal Circuit held that the act of: 



...{T]aking several abstract ide^s 
nothing to the basic equation 
Warmerdam, 33 F.3d 1354, 



and manipulating them together adds 
AT&T v. Excel at 1453 quoting In re 
(Fed. Clr. 1994). 



1330 



Examiner finds that Applicant's "obser/ation" references are just such abstract ideas. 



upon 



3. Examiner bases his position 
te Warmerdam, as interpreted by AT&\T 
same line of cases as the Alappat-Sta, 



guidance provided by the Federal Circuit in In 
v. Excel. This set of precedents is within the 
e Street Bank decisions and is in complete 
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agreement with those decisions, 
that: 



Waljmerdam is consistent with State Streefs holding 



Today we hold that the transformation 
amounts, by a machine. through 
final sharo price, constitutes a 
algorithm, formula, or calculat on 
tangible result* - a final share 
and even accepted and relied 
subsequent fades, (emphasis added) 



Page 3 



B * representing discrete dollar 
a sense of mathematical calculations into a 
practical application of a mathematical 

because it produces 'a useful, concrete and 
price momentarily fixed for recording purposes 
upon by regulatory authorities and In 
State Street Bank at 1601 . 



4. True enough, that case later eliminated the "business method exception" fn order 
to show that business methods were hot per se nonstatutory, but the court clearly did 
not go so far as to make business methods per se statutory. A jplain reading of the 
excerpt above shows that the Court was very specific in its definition of the new 
practical application. It would have boen much easier for the court to say that "business 
methods were per se statutory" than i was to define the practical application in the case 
as "...the transformation of data, representing discrete dollar amounts, by a machine 
through a series of mathematical calculations into a final share price..." 

5. The court was being very spec fic. 



6. Additionally, the court was also 
tangible result" it found was "a final share 
purposes and even accepted and 



MM 



careful to specify that the "useful, concrete and 
price momentarily fixed for recording 
upon by regulatory authorities and in 



subsequent trades ." (i.e. the trading activity is the further practical use of the real world 
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monetary data beyond the 
activity"-) 

7. Applicant cites no such specific 
result. Neither does Applicant specif/ 
of specificity the Federal Circuit used 
.8. Furthermore, in the case In re 



transformation in the computer - i.e., "post-processing 



results to define a useful, concrete and tangible 
the associated practical application with the kind 



Warmerdam. the Federal Circuit held that: 



...mhedisoosMvB issue for 
case is whether the claim is 
manipulating 'abstract ideas' 



Court has made clear, '[a]n 
abstract fetass and manipulating 



assessing compliance with Section 101 in this 
a process that goea beyond simply 
'natural phenomena': ... As the Supreme 
of itself Is not patentable, ... taking severaf 
them together arfrf* rnthing fa the basic 



for 
or 
i Idea 



equation,. In re Warmerdam 3 1 USPQ2d at 17S9 (emphasis added). 
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Art Unit: 2121 



esse 



9. Since the Federal Circuit held 
when it Judged the usefulness, 
that case, Examiner in the present 
determining whether a claim is "useful 
Accordingly, the Examiner finds that 
"observations" to solve purely algorithm 
"observations" are used? Algebraic 
logic algorithms? Probabilistic word 
expressions, about which even 
Combinations thereof?) Clearly, a 
even more abstract (and thereby less 
"mathematical algorithms" which the 
In fact, it includes the expression of 



in Warmerdam that this Is the "dispositive issue" 
concr^teness, and tangibility of the claim limitations in 
views this holding as the dispositive issue for 
, concrete, and tangible" In similar cases. 
Applicant manipulated a set of abstract 
mic problems in the abstract (i.e., what kind of 
problems? Boolean logic problems? Fuzzy 
problems? Philosophical ideas? Even vague 



word i 



cla m 



1 0. Since the claims are hot limited 
reasonable interpretation of the claim 
the claims are impermissibly abstract 



Page 5 



as to their meaning? 



reasonable persons could differ; 

for manipulation of "observations" is provably 
limited in practical application) than pure 
Supreme Court has held are eerje. nonstatutory ■ 
nonstatutory mathematical algorithms. 



to exclude such abstractions, the broadest 
limitations includes such abstractions. Therefore, 
under 35 U.S.C. 101 doctrine. 
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1 1 . Since Warmerdam is within 
the same view of "useful, concrete, 
Street Bank. Therefore, under State 
and tangible result". There is only 

1 2. The Federal Circuit validated 
Corp. v. Excel Communications, Inc. 



thB 



and 



Alappat-State Street Bank line of cases, it takes 
tangible" the Federal Circuit applied in State 
Street Bank, this could not be a "useful, concrete 
manipulation of abstract ideas. 

use of Warmerdam In its more recent AT&T 
decision. The Court reminded us that: 



the i 



1994) 



Finally, the decision 
USPQ2d 1754 (Fed. Cir. 
that the claimed process did 

mathematical constructs and bonctuded that t aking Several abstract I 
and manipulating them toother add* nothing to the basic aquation 



in In re Warmerdam, 33 F.3d 1354, 31 

is not to the contrary. *** The court found 
riothing more than manipulate basic 
soncluded that taking several abstract Ideas 



hence, the court held that the 
Whether one agrees with the 
the case is a straightforward 



claims vrere property rejected under §101 ... 
lourf s conclusion on the facts, the holding of 
application of the basic principle that mere laws 



(emphasis added) AT&T Corp 
USPQ2d 1447, 1453 (Fed. Cir, 



esse. 



1 3. Remember that in In re 
j§§yg to be considered, in the 
the issue for assessing the "useful, 
under 101 doctrine. Accordingly, 
dispositive issue in this analogous 

1 4. The fact that the invention is 
The data referred to by Applicant's 
an abstract construct that does not 
data (such as monetary data or hear ; 
Consequently, the necessary conclusion 



Page 6 



of nature, natural phenomena, and abstract ideas ar e not within the 
categories of inventions or dis coverles that may he patented untfer 



v. Excel Communications, Inc., 50 
1999). 



v/armerdam, the Court said that this was the dispositive 
AT&T decision cited above, the Court reaffirms that mis is 
ebnerete, and tangible" nature of a set of claims 
Examiner views the Warmerdam holding as the 



nWely the manipulation of abstract ideas is clear, 
"information as natural language" is simply 
the claims to the transformation of real world 
rhythm data) by some disclosed process. 

under AT&T, State Street and Warmerdam, is 



pirase 



limit ' 
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straightforward and clear. The clalrm take several abstract ideas (i.e., "information as 
natural language" in the abstract) and manipulate them together adding nothing to the 
basic equation. Claims 1-22 are, thereby, rejected under 35 U.S.C. 101 . 



15. Regarding the "system" recital a 
nonstatutory. Any other finding would 
the Federal Circuit held in AT&T v. 



Evcel, 



Section 



Whether stated implicitly 
101 to hatha 



same i 



- In whteh ? particular cfriq 



1452 citing In re Alappat, 33 
concurring) (emphasis added.; 



whether Applicant claims a "process", 
the "system" recitals in the preambles 



in claims 22 - 40, the Invention is still found to be 
be at variance with current case law. Specifically, 
'. 50 USPQ2d 1447 (Fed. Cir. 1999) that: 1 



or explicitly, we consider tha «r*nn nf 
regardless of the farm - m*»hrn» nt 

process 

drafted. AT&T v. Excel, 50 USRQ2d 1447, 



P.3d at 1581, 31 USPQ2d at 1589 (Rader, J„ 



1 8. Examiner considers the scope of Section 1 01 to be the same regardless of 



"machine", or "product of manufacture". While 
of daims 22 - 40 make the claims ostensibly 
drawn to be "apparatus" claims, they are insufficient by themselves to limit the claims to 
statutory subject matter. Examiner's position is clearly consistent with Alappat, and 
AT&T and is implicitly consistent with Warmerdam and State Street Accordingly, those 
claims are also properly rejected. 



Claim Rejections 
The following is a quotation of 



The specification shall contain a writter 
making and using it, in such full, clear, 



$5 USC §112 

he first paragraph of 35 U.S.C. 112: 



description of the invention, and of .the manner and process of 
»ncise, and exact terms as to enable any person skilled En the 
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ait to which it pertains, or with which « 
set forth the best mode contemplated 



is most nearly connected, to make and use the same and shall 
by the Inventor of carrying out his invention. 



Claims 1-40 are rejected under 
case law (and accordingly, the MPEFf) 
because when Applicant has not In 
invention, as a matter of law there is 



35 USC 1 1 2, first paragraph because current 
require such a rejection if a 101 rejection is given 
disclosed the practical application for the 
no way Applicant could have disclosed now to 



fcict 



practice the undisclosed practical application. This is how the MPEP puts it: 



(The how to use prong of secjtion 
requirement of 35 U.S.C. 101 
fact a practical utility for the ii 
fact to satisfy 35 U.S.C. § 



112 incorporates as a matter of la w the 

mat the specification disclose as; a matter of 
If the aopllcatinn faifc as a matter of 
jhen the application also fails as a matter 



invention.. 



3r £j5 r %%H££ ?" e tf 0 ."^ " Slt! " j " tHe art ^ USft th * unHor an 



,37i 



Ian tie 



u,s.c, 112."); In re Kirk, 
1867) ("Necessarily, compfc 
use presently useful invention^, 
anomalously be required to 
lnverrtion.").See, MPEP 2107. 



Therefore, Claims 1-40 are rejected o n this basis. 



1 7. The prior art made of record 
applicant's disclosure. 



A. Cho et at (U.S. Patent Number] 6, 
716; subclass 008) discloses 
aware timing budgets. 



Mar 17 2005 13:53 



p. 10 
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F2d 936, 942, 153 USPQ48, 53 (CCPA 
> with § 112 requires a description of how to 
otherwise an applicant would 
teach how to use a useless 
01 (IV), quoting In re Kirk (emphasis added). 



Conclusion 
arid not relied upon is considered pertinent to 



,480,991 B1; dated 12 November 2002; class 
tifriing-driven global placement based on geometry- 
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Floratos et al (U.S. Patent Number 6,092,065; dated 18 July 2000; class 707; 
subclass 006) discloses methc d and apparatus for discovery, clustering and 
classification of patterns in 1-d mensional event streams: 



C. 



Asharet al (U.S. Patent Number 
subclass 004) discloses method 
a graph for partial scan testing 



Any inquiry concerning this corbmunication 
Examiner should be directed to WilbeH 
305-0027. 



Alternatively, inquiries may be directe 1 to the following: 



S. P. E. Anil Khatri 
After-final (FAX) 
Official (FAX) 
Non-Official/Draft (FAX) 



COPY 



Mar 17 2005 13:53 



P. 11 
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5,522,063; dated 28 May 1998; class 71 6; 
of finding minimum-cost feedback-vertex sets for 
without exhaustive cycle enumeration. 



or earlier communications from the 
L Starks. Jr. whose telephone number is (703) 



(703) 305-0282 
(70il) 746-7238 
(70a) 746-7239 
(703) 746-7240 



WLS 

21 March 2004 




M 1 
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